Appl.No. 10/71.4,986 
Response to Office Action 
Dated May 22, 2006 



REMARKS/ARGUMENTS 

Applicants acknowledge receipt of the Office Action dated May 22, 2006. Claims 1-21 
are pending in the application. By this response, claims 4 and 5 are amended. Claims 4-5 ar« 
Injected under 35 U.S.C § 112, second paragraph, as being indefinite. Claims 1-21 are 
provisionally rejected on the ground of nonstatutory obviousness-type double patenting as being 
unpatentable over claims 5-20 of copending Application No. 10/626,983. In addition, claims 1- 
21 are rejected under 35 U.S.C. § U2, first paragraph, as not enabled. Claims 1-7, 10-15, 17. 
and 21 are rejected under 35 U.S.C. § 102(b) as being anticipated by Clatty et al., U.S. Patent 
No. 5374,486 rClatty"). Moreover, claims 1-7, 1045, 17, and 21 are rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Clatty. Claims 1, 3-6, 10-14. and 21 are rejected under 35 
U.S.C. § 102(b) as being anticipated by Patterson, U.S. Patent No. 5,112,282 CPciterson"). In 
addition, claims 1, 3-6, 10-14, and 21 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Patterson, Claims 1-6, 10-15, 17-18, and 21 are rejected under 35 U.S.C. § 
102(b) as being anticipated by Alberino et al., U.S. Patent No. 4,810,444 ('Uftermo"). 
Moreover, claims 1-15 and 17-21 are rejected under 35 U.S.C. § 103 (a) as being unpatentable 
over Alberino. The Exaniiner has indicated that claim 16 would be allowable if rewritten to 
overcome the § 112, first and second paragraphs, rejections and include all limitations of the 
base and intervening claims. Applicants beUeve all pending claims are aUowable over the art of 
record and respectfully request reconsideration and allowance of aU claims: 

I. Claims 4 and 5 are not indefinite. 

The Examiner has rejected claims 4 and 5 under § 112, second paragraph, as being 
indefinite. The Examiner notes that "[i]t is unclear what index i,«; being claimed in claims 4-5." 
(Office Action, pg. 2, In. 4) By this Response, Applicants have amended claims 4 and 5 to recite 
"an isocyanate Index." Therefore, Applicants respectfully submit that claims 4 and 5 are not 
indefinite. 
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n A terminal disclaimer is filed with this Response. 

The Examiner has provisionally rejected claims 1-21 on the ground of nonstatutoiy 
obviousness-type double patenting over claims 5-20 of copending Application No. 10/626983. 
Applicants submit herewith a terminal disclaimer in compliance with 37 CFH. 1.321- 
Wore, Applicants respectflUly request that the Examiner withdraw the double patentmg 
rqections of claims 1-21. 

m. Claims 1-21 are sufficiently enabled. 

The Examiner has rejected claims 1-21 under § 112, first paragraph, as not enabled. 
Applicants respectfully submit that claims 1 -21 are properly enabled. 

Claims 1 and 12 are independent claims upon which claims 2-11 and 13-21, respectively. 
Claim 1 recites a '^liquid reaction mixture" that "gels between 340 and 768 seconds at 25°C and 
between 95 and 210 seconds at 140°C." Claim 12 recites a "liquid reaction mixture" tliat has "a 
gel time in the range of 84 to 600 seconds when maintained at 23°C." The Examiner indicates 
that "[i]t would require undue experimentation to determine all of the reaction systems which fall 
within the scope of the instant claims and particularly those which meet the instantly claimed gel 
time parameters jfrom the disclosure of the instant specification other than those specifically 
disclosed by the instant specification . . . (OfRce Action, pg. 4, Ins. 3^6) lite Examiner 
further supposes that the claims require a "vast amount of experimentation . . . apparently infinite 
which is itself undue in that it is impossible to perform." (Office Action, pg. 4, Ins. 14-15) 

Applicants would like to point out that "la]n extended period of experimentation may not 
be undue if the skilled artisan is given sufRcignt direction or guidance ." (MPEP § 2164.06, 
emphasis added) Applicants would fiirther like to point out that "[t]he test is not merely 
quantitative, since a considerable amount of experimentation is permissible , . . if the 
specification in question provides a ^^n^^n^hv amount of guidance with respect to the direction 
in which the experimentation should proceed." (MPEP § 2164.06, emphasis added) 

The specification provides sufficient guidance to claims 1 and 12 by teaching numerous 
reaction systems in the present specification. For instance, the Applicants teach sufficient 
components for the liquid reaction mixture and the ratios of such (Published Application, paras. 
[0012], [0078]-[0080] and [0088]) In addition, the Examples also provide teachings of reaction 
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systems having gel times that properly enable claims 1 at,d 12. AppUcants .ot. that the 
Examiner has i«dicat*d that the specification provides teaching, of reaction systems that are 
encompassed by the claims. (Office Action, pg. 4, Ins. 17-18) In relation to such indication by 
the Examiner, Applicants respectfoUy poit^t out that "the teachings of the specification must not 
be ignored because claims are to be given their broadest rea-sonable intetprctatton that is 
t>,e. .n«:ification.» (MPEP § 2164.08, para. 7, emphasb added) The guidance 
taught by the specification sufficiently pi-ovides any direction needed to enable Hie claims. 
Moreover, AppUcants respectfully submit that there is no "infinite" amount of experimentatioi, 
. as indicated by the Examiner but instead that sufficient guidance is provided by tiie teachings in 
the specification and embodiments shown in the Examples. 

Therefore, Applicants respectfully submit that independent claims 1 and 12 are enabled. 
Moreover, Applicants respectfiilly submit that dependent claims 2-11 and 13-21 are enabled as 
such claims include all recitations of the independent claims to which they depend- 
Consequently, Applicants respectfully submit that claims 1-21 are enabled and arc allowable. 

IV. aaim.s 1-7, W-1S> 17, and 2J are not anticipated by Oatfp. 

AppUcants respectfUUy traverse the Examiner's rejections of claims 1-7, 10-15, 17, and 
21 under 35 U.S.C. § 102 as being anticipated by Clatiy. Applicants submit that the claims are 
not anticipated by Clatty because Clatty faUs to disclose each and every limitation of these 
claims. 

Claim 1 is an independent claim upon which claims 2-7, 1 0. and 1 1 depend. Claim 12 is 
an independent claim upon which claims 13-15, 17, and 21 dei^end. Claim 1 recites that the 
liquid reaction mixture "gels between 340 and 768 seconds at IS^C and between 95 and 210 
seconds at HO'C." Claim 1 2 recites that the liquid reaction mixture "has a gel time in the range 
of 84 to 600 seconds when maintained at 23'C.'' In addition, claims 1 and 12 recite "a 
continuous fiber reinforcing material." Nothing in Clatty discloses the recited gel times of 
claims 1 and 12. For instance, the Examiner notes that «[t]he patentee is sUent regarding the 
instantly claimed gel rates." (Office Action, pg. 5, In. 26-pg. 6. In. 1) Applicants respectfully 
submit that Clotty docs not "inherently possess the instantly claimed gel times" as set forth by 
the Examiner. (Office Action, pg. 6, Ins. 1-5) For instance, there is no evidence that liquid 
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reaction miKtures of Claity would have the recited gel times of claims 1 and 12. Clatty discloses 
a bioad laundry list of polyols and isocyanate reactive compounds. Nowhere m Clotty is Hxere 
any disclosure that a particular combination of such polyols and isocyanate reactive compounds 
would "necessarily" disclose the recited gel times of claims 1 and 12. Inherency is required to be 
a necessary conclusion of the art and not a mere possible conclusion as in tins instance with the 
disclosure of Clatty. Therefore, Applicants respectfiilly submit that the disclosure of CfaffKdoes 

not disclose the recited gel times. 

Moreover, nothing in Clotty discloses a rontinuous fiber reinforcinR mateti gl. Instead, 
Clotty mei^ly discloses "fillers and/or reinforcing substances," none of which are disclosed as 
continuous fiber reiiiforcine material (Clatty, col. 11, Ins. 40-45) 

In view of the recitations in claims 1 and 12 that are not disclosed by Clatty, the 
Applicants respectfully request that the Examiner withdraw the § 1 02 rejections and allow claims 
1 and 12. Applicants further request that the Examiner also withdraw the § 102 rejections of 
dependent claims 2-7, 10-11, 13-15. 17, and 21, since it is submitted that independent claims 1 
and 12 are allowable. Dependent claims 2-7, 10-11, 13-15, 17, and 21 must o fortiori also be 
allowable, since they carry with them all the limitations of the independent claims to which they 
ultimately refisr. 

V. Claims 1-7, 10-15, 17, and 21 are patentable over Claity. 

Applicants respectfiiUy traverse the Examiner's rejections of claims 1-7, 10-15, 17, and 21 
under § 103 as being unpatentable over Clotty, Applicants submit that, contrary to MPEP section 
2143, the Examiner has faUed to make a prima facie case of obviousness in rejecting such claims 
in that the Examiner has foiled to cite references that teach or suggest aU of the eleroente in the 
rejected claims. 

Claim 1 is an independent claim upon which claims 2-7, 1 0, and 1 1 depend Claim 12 is 
an independent claim upon wliich claims 13-15, 17, and 21 depend. Claim 1 recites that the 
liquid reaction mixture "gels between 340 and 768 seconds at 25''C and between 95 and 210 
seconds at 140°C." Claim 12 recites that the liquid reaction mixture "has a gel time in the range 
of 84 to 600 seconds when maintained at 23°C." In addition, claims 1 and 12 recite "a 
continuous fiber reinforcing material." As noted above, nothing in Clotty teaches or suggests the 



Page 8 of 13 

PAGE 13l18'R(»DATi»2M11:04:24PM [Eastern Daylight Timers 



Appl. No. 10/714,986 
Response to Office Action 
Dated May 22, 2006 

recited gel times of claims 1 and 12. As further noted abcyve, nothing in Clatty teaches or 
» i^ ^tinnnuR fiber ^^I'^Winp material. 
Accordingly, Applicants respectfully request that the Examiner withdraw the § 103 
rejections and allow claims 1 and 12. Since independent claims 1 and 12 are submitted to be 
allowable, dependent claims 2-7, 10. 11, 13-15, 17, and 21 must a fortiori also be allowable as 
they carry with them all the limitations of clwrns 1 and 12. 

VJ. Claims 1, 3-6, 10-14, and 21 are not anticipated by Patterson. 

Applicants respectfully traverse the Examiner's rejections of claims 1, 3-6, 10-14, and 21 
under 35 U.S.C § 102 as being anticipated by Pattmon. Applicants submit that Ihe claims are 
not anticipated by Patterson because Patterson fails to disclose each and every limitation of 
these claims. 

Claim 1 is an independent claim upon whicb claims 3-6, 10, and 11 depend. Claim 12 is 
an independent claim upon which claims 13, 14, and 21 depend. Claiins 1 and 12 recite that the 
reaction system comprises «a continuous fiber reinforcing material." In addition, claim 1 incites 
that the liquid reaction mixture "gels between 340 and 768 seconds at 25°C and between 95 and 
210 seconds at UOX." Claim 12 fiirther recites that the liquid reaction mixture "has a gel time 
in tlie range of 84 to 600 seconds when maintaired at 23°C." Nothing in Patterson discloses the 

reaction system comprising a ^^--^ rdnforcing material. Patterson does disclose a 

reinforcing fabric 24. (Patterson, col. 4, In. 52^ eol. 5, In. 2) However, such reinforcing fabric 
24 is merely an outer portion of a power transmission belt 10. (Patterson, col 4, hi. 52- col 5, 
In. 2; Fig. 1) For instance, Paffmon teaches that the reinforcing febric 24 "fits along the 
alWing teeth 16 and alternating land portions 18 of the belt 10 to form a fece cover therefor." 
(Patterson, col. 4, Ins. 52- 54) Therefore, Patterson does not disclose a reaction system 
comprising a rnntimious fil7 <-r Tftinforcins material. 

Moreover, nothing in Patterson discloses the recited gel times of claims 1 and 12. For 
instance, the Examiner notes that "[t]he patentee is silent regarding the instantly claimed gel 
rates." (Oflice Action, pg. 8, In. 6) Applicants t^spcctfiilly submit that Patterson does not 
«inhe«nUy possess the instantly claimed gel times" as set forth by the Examiner. (Office 
Action, pg. 8, Ins. 6-11) For instance, there is no evidence tbat liquid reaction mixmres of 



Page 9 of 13 

PAGE 1«18'OAT8Q2/2llll611:ll4:24PM (Eastern Daylight Timers 



Appl. No. 10/714,986 
Response to Office Action 
Dated May 22, 2006 

i>./r.r.o.v«,uld have the redted gel tirnes of claims 1 a«dl2. broadly d^closes that 

the "gel time of the material in the mold ^viU vary depending on the constituent components 
tUereof." (Pmr.r.o«, col. 9, Ins. 28-29) />aff.r..o« fiirther broadly discloses that "Mhe gel txme 
will generally be between 0-15 minutes." {Patterson, col. 9. In. 30) does Patterson 

provide teachings that would "necessarily*' disclose the recited gel times of a liquid reaction 
nuxtmc as recited in claims 1 and 12. As noted above, inherency is required to be a necessary 
conclusion of the art and not a mere possible conclusion as in this instance with the disclosure of 
Patterson. Therefore, Applicants respectfully submit that the disclosure of Patterson does not 

disclose the recited gel times. 

In view of the recitations in claims 1 and 12 that are not disclosed by Patterson, the 
AppUcantsrespect&llyrequesttbattbeExammer withdraw the § 1 02 rejecHons and allow claims 
1 and 12 Applicants further request that the Examiner also withdraw the § 102 rejections of 
dependent claims 3-6, 10, 11, 13, M, and 21, since it is submitted that independent claims 1 and 
12 are allowable. Dependent claims 3-6, 10, 11, 13, 14, and 21 must a fortiori also be allowable, 
since they carry with tbem all the limitations of the independent claims to which they ultimately 
refer. 

m Claims 1, 3-6, 10-14, and 21 are patentable over Patterson. 

Applicant respectfblly traverse the Examiner's rejections of claims 1, 3-6, 10-14, and 21 
under § 103 as being unpatentable over Patterson. Applicants submit that, contrary to MPEP 
section 2143, the Examiner has faUed to make a prima facie case of obviousness in rejectmg 
such claims in that the Examiner has failed to cite references that teach or suggest all of the 

elements in the rejected claims. 

Claim 1 is an independent claim upon which claims 3-6, lO. and 1 1 depend. Claim 12 is 
an independent claim upon which claims 13, 14, and 21 depend. Claims 1 and 12 recite thet the 
reaction system comprises "a continuous fiber reinforcing material." In addition, claim 1 recites • 
that the liquid reaction mixture -'gels between 340 and 768 seconds at 25^C and between 95 and 
210 seconds at UO^C." Claim 12 further recites that the liquid reaction mixture "has a gel time 
in the range of 84 to 600 seconds when maintained at 23«C." As noted above, nothing m 
Patterson teaches or suggests the reaction system comprising a contopus fitlS -ieinfoicins 
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nvatcrial. Instead, Patterson teaches or suggests a reinfbrcins fabric 24 that is merely an outer 
portion of a power transmission belt 10. {Patterson, col. 4, In. 52- col. 5, In. 2; Fig. 1) 
Moreover, nothing in Patterson teaches or suggests the recited gel limes of claims 1 a^d 12. 

Accordingly, Applicants respectfi^Uy request that the Examiner withdraw the § 103 
rejections and allow claims 1 and 12. Since independeirt claims 1 and 12 are submitted to be 
allowable, dependent claims 3-6, 10, 1 1, 13, 14, and 21 mu^ a fortiori also be allowable as they 
carry with them all the limitations of claims 1 and 12. 

Vm. Claims 1^, 10-15, 17-J8, and 21 are not anticipated hyAlberino. 

Applicants respectfully traverse the Examiner's rejections of clauns 1-6, 10-15, 17-18, 
and 21 mider 35 U.S.C § 102 as being anticipated by Alberino. Applicants submit that the 
claims are not anticipated by Alberino becatise Alberino feUs to disclose each and every 

limitation of these claims. 

Claim 1 is an independent claim upon which claims 2-6, 10, and 1 1 depend. Claim 12 is 
an independent claim upon which claims 13-1 5, 17-18. and 21 depend. Claim 1 recites that the 
Uquid reaction mixture "gels between 340 and 768 seconds at 25*C and between 95 and 210 
seconds at 140°C." Claim 12 recites that the Uquid reaction nurture '^as a gel time m the range 
of 84 to 600 seconds when maintained at 23°C.'' Nothing in Alberino discloses the recited gel 
times of claims 1 and 12. For instance, the Examiner notes that "[t]hc patentee is silent 
regarding the instantly claimed gel rates." (Office Action, pg. 10, In. 13) Applicants respectfully 
submit i^^^ Alberino docs not "inherently possess the instantly claimed gel times" as set forth by 
the Exammer. (Office Action, pg. 10, In. 15) For instencc, there is no evidence tbat liquid 
reaction mixtures of Alberino would have the recited gel times of claims 1 and 12. AU>er^no 
discloses abroad laundry list of polyols and polyisocyanates. {Alberim, col. 7, hi. 36-col. 9. In. 
4) Nowhere in Alberino is there any disclosure that a particular combination of such polyols and 
polyisocyanates would '^ecessaril/' disclose ihe recited gel times of claims 1 and 12. In .^gards 
to gel time, Alberino merely discloses that »as the mold temperature is increased, the tme to 
gelation is decreased." {Albino, col. 10, his. 6-7) As noted above, inherency is required to be a 
necessary conclusion of the art and not a mere possible conclusion as in this instance with the 
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discW of Alherino. Therefore, Applicants respectfully submittbat the disclosure olAlberino 
does not disclose the recited gel times- 

In view of the recitations in claims 1 and 12 that arc not disclosed by Alberino. the 
AppUcantsrespectfuIlyrequestthatthe Examine. >vithdrawthe§102reje^^^^ 
1 and 12. Applicants further request that the Examiner also vdthdraw ihe §. 102 rejections of 
dependent claims 2-6, 10, 1 1, 13-1 5, 17-18, and 21, since it is submitted that independent claims 
1 and 12 are allowable. Dependent claims 2-6, 10, 1 1. 13-15, 17^1 8, and 21 must a fortiori also 
be allowable, since they carry with them all the limitations of the independent claims to which 
they ultimately refer. 

K. Claims 1-15 and 17-21 are patentable over Albenno. 

Applicants respectMly traverse the Examiner's rejections of claims 1-1 5 and 17-21 under § 
1 03 as beii^ unpatentable over Alb^rim, Applicants submit that, contrary to MPEP section 2143, 
the Examiner has foiled to make ^prima facie case of obviousness in rejecting such clanns m 
that tixe Examiner has failed to cite references that teach or suggest all of the elements m the 

r^ected claims. . 

Claim 1 is an independent claim upon which claims 2-11 depend. Clami 12 is an 
independent claim upon which claims 13-15 and 17-21 dq.end. Claim 1 recites that the hqmd 
reaction mixture "gels between 340 and 768 seconds at 25°C and between 95 and 210 secon^ at 
140'C " Claim 12 recites that the liquid reaction mixtitie "has u gel time in the range of 84 to 
600 seconds when maintained at 23°^' As noted above, nothing v^Alberino teaches or suggests 

the recited gel times of claims 1 and 12. 

Accordingly, Applicants respectfully request that the Examiner withdraw the § 103 
rejections and allow claims 1 and 12. Since Independent claims 1 and 12 are submitted to be 
allowable, dependent claims 2-11, 13-15, and 17-21 must afr^tiori also be allowable as they 
carry with them all the limitations of claims 1 and 12. 

X Conclusion , 

Applicants respectfolly request reconsideration, allowance of the pending clamis and a 
timely Notice of Allowance be issued in this case. If the Examiner feels that a telephone 
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^uld to of to Exa^ is re.pec*>l.y »,u«.e* « 

contact the undersigned. 

in .Horto^ .^Woa « ™y h«. feezed » . P^ticutar "^'^^ 

o„„ridc«a when d«em,™ng to pa»«*% of to clatos. Moreover. « should be ontes«>od 
Zd,ere»a,bcotord.a«nc.onsb..w.eotocUhn.™dtopr....r.*«h.ve^.obe««d 

but which may be raised io the future. 

p».,pprt-flinv submitted. 




Tod T. Tumey 
PTO Reg. No. 47,146 

TUMBY L.L.P. 
P.O. Box 22188 
Houston. TX 77227-2188 
(713) 6Z2-70O5 (Phone) 
(713) 622-0220 (Fax) 
ATTORNEY FOR APPLICANTS 
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